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Notice Of Filing  

Corrected Reply Brief of Respondent 

 

The Respondent herein submits his Corrected Reply Brief of 

Respondent, (Annexure “A” hereto), (a) to supplement the deficiencies 

noted by the Clerk, specifically, Respondent’s the failure to include a “Table 

of Contents”; and, (b) to remove the “hyperlinks” to Westlaw (which caused 

the citations and text of the Reply Brief to be reproduced in “blue”).  Other 

than the correction of a typographical error (“Rule 1.504” change to “Rule 

1.540”), and deletion of a portion of the last sentence in the last paragraph 

on page 15, to comply with the fifteen (15) page limitation of the Supreme 

Court Rules, there have been no substantive changes to the Reply Brief, as 

originally filed. 

Accordingly, Respondent requests that the Corrected Reply Brief be 

accepted as conforming to the Supreme Court Rules. 

Respectfully, 

 

JOHN H. FARO, ESQ.,   
FBN 527,459 

 



ANNEXURE

Corrected Reply Brief
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I. TFB Rule 3-4.6 Does Insulate A Referee Report From Challenge 
Under Rule 1.540, Fla.R.Civ.Proc. 

 
All TFB formal disciplinary proceedings, (including the instant 

reciprocal discipline under TFB Rule 3-4.6), are conducted under the 

Florida Rules of Civil Procedure.  As set forth herein, Respondent is 

entitled to relief from the Report of the Referee under Rule 1.540, because 

TFB attempt to imposition of reciprocal discipline, based upon the void 

USPTO Director Orders, is also a nullity. 

RELIEF FROM JUDGMENT, DECREES, OR ORDERS - Rule 

1.540  

… (b) Mistakes; Inadvertence; Excusable Neglect; Newly 
Discovered Evidence; Fraud; etc. On motion and upon such 
terms as are just, the court may relieve a party or a party's legal 
representative from a final judgment, decree, order, or 
proceeding for the following reasons: 

 
(4)  that the judgment, decree, or order is void; or 
 
(5)  that the judgment, decree, or order has been 

satisfied, released, or discharged, or a prior 
judgment, decree, or order upon which it is based 
has been reversed or otherwise vacated, or it is no 
longer equitable that the judgment, decree, or order 
should have prospective application. 
 
…This rule does not limit the power of a court to 
entertain an independent action to relieve a party 
from a judgment, decree, order, or proceeding or to 
set aside a judgment, decree, or order for fraud 
upon the court. 

 



  2 

A. Respondent Is Entitled To Relief From Report of The Referee 

Under Rule 1.540(b) - The prior Director Orders (RES APPX 4), 

suspending Respondent for violation of USPTP disciplinary rules are void, 

Res. Br. 16-17  To the extent the Director Orders (RES APPX 4 ) are void, 

based upon the application of Federal Law, Kisor v. Wilkie, 139 s. Ct. 

2400, 2417-18 (2019)), the application of the Federal rule of law in Kisor is 

also binding upon the States (including the TFB), under the Supremacy 

Clause U. S. Const. Art. VI, §2.  More specifically, the U.S. Supreme 

Court’s decision in Kisor v. Wilkie, applies retroactively “in all cases still 

open on direct review and as to all events, regardless of whether such 

events predate or postdate our announcement of the rule”. (Emphasis 

added) Harper, et al. v. Virginia Dept. Of Taxation, 113 S.Ct. 2510, 2517 

(1993).  The Respondent Expert, Michael McCabe, has objectively 

reviewed the ALJ application of the applicable USPTO regulations in the 

USPTO disciplinary proceeding and concluded Respondent did not violate 

unambiguous, (“plain wording”), of the USPTO disciplinary regulations, 

(RES APPX 653 – 657; R 60, McCabe Affidavit, @ 163- 191, (Erroneous 

Legal Decision),.    

B. The Referee Has Been Misled By TFB - TFB misled the 

Referee at the December 18, 2020, hearing on its Motion to Strike, with 

https://plus.lexis.com/api/document?id=urn:contentItem:5WF0-XPS1-JW5H-X1WS-00000-00&idtype=PID&context=1530671
https://plus.lexis.com/api/document?id=urn:contentItem:5WF0-XPS1-JW5H-X1WS-00000-00&idtype=PID&context=1530671
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respect to application of the “mandate rule”, barring Respondent’s 

Affirmative Defenses, Tx, page 7 @ line1, to page 12, line 2.  At no point 

does Bar Counsel acknowledge the intervening changes in the controlling 

law1, or that such changes occurred after the disciplinary proceedings2, 

(APPX 43, Ppgh 1, TFB Notice of Filing), while the USPTO Director Orders 

suspending Respondent was on direct appeal, or that such intervening 

changes in the controlling law are retroactive to moot the allegations of 

misconduct. 

C.   Respondent’s Affirmative Defenses were not available until 

after the Respondent had appealed his suspension; and, constitutional 

challenges, (even if known to exist in 2016), in an administrative 

disciplinary hearing, where not available to challenge the subject matter 

jurisdiction of a tribunal conducting the administrative disciplinary hearing, 

Memorandum In Response For Respondent Arthrex, Inc. to Petition for 

Certiorari, (pages 23 -24), in United States v. Arthrex, Inc., 2021 U.S. 

LEXIS 3124*;141 S. Ct. 1970; 2021 U.S.P.Q.2D (BNA) 662) 

                                           
1   March 27, 2019, U. S. Supreme Court decision in Kisor v Wilkie, 139 
S. CT. 2400 
 
2   December 28, 2018, Faro v Iancu, Civil Action No. 1:18-cv-0274. 
(D.C. E.D.  Va)   
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Consequently, the Respondent’s Affirmative Defenses, based upon 

intervening changes in the controlling law, while the discipline proceeding 

were on appeal, could not have been asserted during his disciplinary 

proceeding, and, thus, are not barred by the “mandate rule”.   

Summary - TFB cannot pursue a complaint for reciprocal discipline, 

based upon an administrative agency discipline, where, as here, the 

intervening changes in Federal law have rendered administrative agency 

discipline, a nullity.  Alternatively, intervening changes in the controlling 

Federal law3, while the USPTO Director Orders suspending Respondent, 

were on direct appeal, are binding upon TFB, in a reciprocal discipline 

proceeding, under the Supremacy Clause, Harper v. Virginia Dept. of 

Taxation, 509 U.S. 86, 100 (1993)  

 
Whatever freedom state courts may enjoy to limit the retroactive 
operation of their own interpretations of state law, see Great Northern 
R. Co. v. Sunburst Oil & Refining Co., 287 U.S. 358, 364–366, 53 
S.Ct. 145, 148–149, 77 L.Ed. 360 (1932), cannot extend to their 
interpretations of federal law. See National Mines Corp. v. Caryl, 497 
U.S. 922, 923, 110 S.Ct. 3205, 3206, 111 L.Ed.2d 740 (1990) (per 
curiam ); Ashland Oil, Inc. v. Caryl, 497 U.S. 916, 917, 110 S.Ct. 
3202, 3203, 111 L.Ed.2d 734 (1990) (per curiam ). 
 

                                           
3  . Lucia v. S.E.C., 138 S.Ct. 2044 (2018); Kisor v. Wilkie, 139 S.Ct. 2400 
(2018); Arthrex, Inc. v. Smith & Nephew, Inc., 941 F.3d 1320, (Fed. Cir. 
2019); (Reversed on other grounds, United States v. Arthrex, Inc., 2021 
U.S. LEXIS 3124*;141 S. Ct. 1970; 2021 U.S.P.Q.2D (BNA) 662) 
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Consequently, the Report of the Referee, as based upon reciprocal 

enforcement of the void USPTO Director Final Orders, is also a nullity. 

 
II. Scope & Content of Reply 

This Supreme Court’s rules, specifically, Rule 9.210 (d), define the 

scope and content of this Reply, as followed: 

(d) Contents of Reply Brief. The reply brief shall contain argument in 

response and rebuttal to argument presented in the answer brief. 

 

In this case, TFB seeks to enforce reciprocal discipline, under Florida 

Bar Rule 3-4.6, based upon a decision of a federal administrative agency, 

(“United States Patent & Trademark Office” or “USPTO”), enforcement of 

federal patent disciplinary regulations, in a federal disciplinary proceeding, 

under the federal patent law (35 USC 32), against the Respondent, a 

federally licensed patent practitioner, based upon an Opinion4 by the ALJ 

rendered, pursuant to an adjudicative administrative hearing under 5 USC 

556, on September 15, 2016.   

 
III. Absence of Subject Matter Jurisdiction 

                                           
4  The ALJ Opinion was subject to review, under 37 CFR 11.39, by a staff 
attorney, appointed by the USPTO General Counsel, to confirm that the 
Opinion is supported by substantial evidence.  Disciplinary administrative 
proceedings under the APA do not generally entertain and decided 
constitutional issues. See Fieinberger v. Salfi, 422 U.S. 749, 765-766 
(1975); Johnson v. Robison, 415 U.S. 361, 368 (1974). 
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A. The USPTO Is Not An “Agency Of A State or Federal 

Jurisdiction” - The USPTO discipline, upon which TFB predicates its 

Complaint against Respondent for reciprocal discipline, is based upon a 

finding of a Respondent’s violation, or one or more USPTO disciplinary 

regulations, during Respondent’s representation of a client before the 

USPTO from 2003 to 2009.  Respondent need not repeat his jurisdictional 

challenge to the improper imposition of reciprocal discipline imposed a 

federal administrative agency, as conflicting with this Supreme Court’s 

decision in in The Florida Bar v. Tepps, 601 So.2d 1174 (Fla1992). 

B. The USPTO Director Order’s Suspending Respondent Are Void 

- All the Respondent’s alleged offenses, without exception, are derivative 

from the Respondent’s representation of EPRT before the USPTO; and, 

TFB contention that such representation also violates the Florida Bar 

disciplinary rules.  All the alleged offenses, without exception, are based 

upon the Respondent’s appealing of the November 14, 2005 Final 

Rejection of the EPRT patent application, (TFB APPX 12, Ans. Br. @ 9,  

paragraphs N, O & P), in lieu of amendment of the application, to attain 

patent coverage for the method and system inventions.   What TFB omits 

from its Answer Brief, and thereby misleads the Supreme Court, is that in 

this case, the allowance and issuance of patent application for some patent 
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coverage, necessarily required a cancelation of patent coverage for the 

finally rejected coverage for the “key components” of the EPRT products.  

Accordingly, the cancellation of the patent coverage for the “key 

components” of the EPRT products, would, as a matter of law, have 

dedicated the “key components” of the EPRT products to the public (place 

it in domain domain), Maxwell v. J. Baker, Inc., 86 F.3d 1098, 1106-1107 

(Fed. Cir. 1996)  

In Unique Concepts, Inc. v. Brown, 939 F.2d 1558, 19 
U.S.P.Q.2D (BNA) 1500 (Fed. Cir. 1991), we reiterated the well-
established rule that "subject matter disclosed but not claimed in a 
patent application is dedicated to the public." 939 F.2d at 1562-63, 19 
U.S.P.Q.2D (BNA) at 1504. See also Miller v. Bridgeport Brass Co., 
104 U.S. 350, 352, 26 L. Ed. 783 (1881) ("The claim of [**15]  a 
specific device or combination, and an omission to claim other 
devices or combinations apparent on  [*1107]  the face of the patent, 
are, in law, a dedication to the public of that which is not claimed.") 
 
Insofar as all of the putative violations of the USPTO disciplinary rules 

are derivative in whole, or in part, upon the Respondent’s exercise of his 

professional judgment, and the filing an appeal of the November 14, 2005, 

Final Rejection, by TFB reciprocal prosecution of Respondent, in 2014, (9 

years later), is barred by the applicable five (5) year federal statute of 

limitations, 28 USC 2462 (5 years), See SEC v. Graham, 21 F. Supp. 3d 

1300, 1306 (SD Fla  2014); and/or alternatively, the Florida Supreme Court 

the prior decision finding it "unjust or unfair" to require an attorney to 

https://plus.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-NF10-003N-41WT-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-NF10-003N-41WT-00000-00&context=1530671
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answer allegations of professional misconduct more than seven (7) years 

after the alleged misconduct, The Florida Bar v. Walter, 784 So. 2d 1085, 

1087 (2001).   

The USPTO assertion that Respondent was under a continuing 

obligation to appeal the June 1, 2009, Decision by the Board of Appeals, 

affirming the Final Rejection of its patent application, is nonsense.  

Respondent was hired to represent EPRT in the USPTO.   Respondent 

was never authorized by EPRT, to continue to pursue allowance of the 

Finally Rejected patent application by appealing the June 1, 2009, Decision 

of the Board of Patent Appeals Decision, to the Federal District Court; and, 

an appeal was contrary to EPRT interests.  In 2008, EPRT had 

discontinued the its original product incorporating the “Key to effectiveness” 

of the invention, (R 63, Exhibit “7”, EPRT Deposition @ page 93, lines 1 to 

page 94, line 9),.  Moreover EPRT had abandoned the nineteen (19) 

international patent application, equivalent to the US patent application, R 

63, Exhibit “7”, EPRT  Deposition @ page 140, Line 8; page 140, line 23 to 

141, line 3 ) 

 

IV. The Report of the Referee Finding Respondent In Violation of 
TFB Rules Of Professional Conduct Is Unsupported By Clear & 
Convincing Evidence 
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TFB factual predicate of the Referee finding Respondent guilty of 

professional misconduct, is recited in TFB Answer Brief, Ans. Br. @ 32, as 

follows: 

A. The TFB pursuit of reciprocal discipline for Respondent 

violation of TFB Rule 4-8.4, is based upon the ALJ finding that Respondent 

violated USPTO regulations (a) 37 CFR 11.23(a), (for disreputable or gross 

misconduct); (b) 37 CFR 11.77 (neglect of a legal matter); (c) 37 CFR 

10.84(a)(1) (2), (failing to “zealously” seek the client’s legal objectives); and 

(d) 37 CFR 10.112(c)(4), (failing to return client property), TFB RES APPX 

10.  As set forth hereinafter, the Record contains disputed factual issues, 

as to all such charges, precluding granting of TFB Motion for Summary 

Judgment, as follows: 

B. With respect to TFB pursuit of reciprocal discipline of 

Respondent, pursuant to TFB Rule 4-1.3 (lack of diligence) and 4-1.4 

(failing to keep client reasonably informed), based the ALJ finding 

Respondent in violation of, 37 CFR 11.77 (neglect of a legal matter), such 

allegation of neglect is disputed and contrary to the factual Record.  The 

Record is unequivocal that the Respondent never received such 

correspondence (RES APPX R 93, @ ALJ Initial Opinion), TFB Appx 46, 

Initial Opinion of ALJ (Hearing Officer) 
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As of 2009, his (Respondent) relationship with EPRT and its 
personnel remained congenial. In fact, he was handling a number of 
other patent and trademark matters for the company at the time. The 
OED Director has provided no reason why Respondent would act in 
the manner alleged in the Complaint. The Court is therefore 
persuaded that Respondent did not receive the copies of the Board 
Decision or the Notice of Abandonment in 2009. 
 
Respondent's conduct vis-a-vis the '519 Application before and after 
2009 supports his position. Respondent worked competently to 
achieve EPRT's goals from 2002 until 2006, when he filed the 
Second Appeal. After doing so, he resigned himself to waiting for a 
PTO response. According to the OED Director's theory, Respondent 
received that response in 2009.  Rather than file an appeal, as he 
had done twice already. Respondent chose to ignore the Board 
Decision. He then proceeded to stonewall and avoid Ms. Blake for 
more than a year. Missing from the OED Director's theory is any hint 
of Respondent's purported motive for this sharp shift in attitude. As of 
2009, his relationship with EPRT and its personnel remained 
congenial. In fact, he was handling a number of other patent and 
trademark matters for the company at the time. The OED Director 
has provided no reason why Respondent would act in the manner 
alleged in the Complaint. The Court is therefore persuaded that 
Respondent did not receive the copies of the Board Decision or 
the Notice of Abandonment in 2009. 
 
Obviously, there is a lack of clear and convincing evidence that 

Respondent neglected the EPRT patent application, which can legally 

support summary judgment in favor of TFB.  Consequently, no reasonable 

Referee could find Respondent guilty, as a matter of law, of neglect (lack of 

diligence) for the failure to respond to USPTO correspondence, that was 

never received (TFB Rule 4-1.3), or, for the failure to apprise the former 

client of receipt of the June 1, 2009, Board of Appeals Decisions, or on 
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August 1, 2009, Notice of Abandonment, neither of which were ever 

received, (TFB Rule 4-1.4) 5.  

C. With respect to TFB pursuit of reciprocal discipline of 

Respondent violation of reciprocal discipline, pursuant to TFB Rule 4-1.2 & 

4-1.6(b), for the failure “to abide by a client’s decisions concerning the 

objectives of representation) is based upon based the ALJ finding 

Respondent in violation of 37 CFR 10.84(a)(1) (2), (failing to “zealously” 

seek the client’s legal objectives), was disputed and unsupported by the 

factual by the Record.  The only objective evidence6 of the client’s legal 

                                           
5   The Respondent adopted the traditional methods for monitoring the 
status of a patent application.  The USPTO does not provide electronic 
service of USPTO correspondence. The ALJ “delayed awareness” rational, 
for his finding Respondent in violation of USPTO regulations, (was based 
upon Respondent’s lack of adoption of an “optional” procedure for 
monitoring the status of USPTO).  At the time of EPRT engagement and 
his filing of a Power of Attorney, in 2003, there no USPTO regulation, or 
interpretative ruling of any USPTO regulation, requiring an attorney to 
electronically monitor USPTO files.  The USPTO website was in a constant 
state of disrepair, and, frequent updating of the software made it an 
unattractive and unreliable source of information.  According, the ALJ 
finding of misconduct under USPTO was a post haec rationalization for his 
departure of the “plain wording” of USPTO regulations in his Opinion, and 
illegal, Kisor v Wilkie, 139 S. Ct. 2400, 2417-18 (2019) 

 
6   The “objective” evidence is referenced in R 63, Respondent’s Notice Of 
Filing Documents In Support Of Respondent’s Motion For Summary 
Judgment And, Alternatively, In Respondent’s Opposition To The Florida 
Bar’s Motion For Summary Judgment (The Exhibit were voluminous to 
include in R’s Appx and the individual component have been simply 
identified by their record “R” designation). 
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“objective” is diametrically opposite to Referee findings, specifically, (i) the 

inventor and Director of Engineering, David Estes email correspondence to 

predecessor patent counsel (June 2020), explicitly identified the “key 

component” of the EPRT product as the “electrode wrap”, which was the 

component of the EPRT product for which patent protection was sought 

(Res. APPX 235-238); (ii) the Respondent “Review & Recommendation” of 

November 19, 2002 (before Respondent was retained), advised the client, 

that the USPTO Final Rejection of the EPRT patent application would 

“likely be sustained” (Res APPX 240-241).   

The Board of Patent Appeals Decision of June 1, 2009, which 

affirmed the USPTO Final Rejection of the EPRT patent, was res judicata 

as the patentability of embodiment of the EPPT patent application directed 

to the “key component” of the EPRT product.  Insofar, as there was no 

legal basis for appeal to the Federal District Court, AND, EPRT had 

discontinued the product with this “key component”, no further pursuit of 

reversal of the Final Rejection was authorized, 

The further pursuit (“prosecution”) of the EPRT patent protection for 

the “key component”, by filing an appeal to the Federal District Court, was 

never authorized by EPRT; and, none of the patent attorneys, who succeed 
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Respondent ever sought to obtain patent protection for the “key” 

component of the original EPRT product.  Consequently, no reasonable 

Referee could find, as a matter of law, Respondent guilty of TFB Rule 4-1.2 

& 4-1.6(b), for a failure “to abide by a client’s decisions concerning the 

objectives of representation”,  

D. The TFB pursuit of reciprocal discipline, pursuant to TFB 4-

1.16(d), is based upon TFB assertion that, “upon termination of 

representation”, Respondent failed to protect EPRT’s “interests”.  During 

Respondent’s representation of EPRT, in December 2006, Respondent 

provided EPRT with the Respondent’s Appeal Brief to the Board of Patent 

Appeals; and, in October 2011, Respondent provided EPRT with a copy of 

the Board of Patent Appeals Decision.    

As of about, 2008, EPRT had no further interests in the patent 

application pending before the Board of Patent Appeal, because as stated 

above, EPRT had discontinued the product covered by the patent 

application on appeal to the Board of Patent Appeals; and, EPRT 

abandoned nineteen (19) international applications, corresponding to the 

finally rejected US patent application; and, had Respondent filed new 

patent application for its new replacement product, with the “Conductive 

Silver Electrode Wrap”. Consequently, no reasonable Referee could find, 
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as a matter of law, Respondent guilty of TFB 4-1.16(d), for failure to protect 

EPRT’s “interests”…upon termination of representation”. 

E. With respect to TFB pursuit of reciprocal discipline of 

Respondent violation of reciprocal discipline, pursuant to TFB Rule 4-

1.16(d), based the ALJ finding Respondent in violation of, 37 CFR 

10.112(c)(4), that Respondent did not provide EPRT with his copy of the 

USPTO EPRT patent application file, upon termination of representation.  

In Florida, an attorney owns his file, (citation of authority unnecessary).  

Notwithstanding, the Record in unequivocal that in December 2006, 

Respondent provided with a copy for the EPRT appeal brief to the Board of 

Patent Appeals,(APPX ); and in June 1, 2009, a copy of the decision of the 

Board of Patent Appeals.  Accordingly, upon termination of Respondent’s 

representation in 2011, EPRT was fully informed as the status of its patent 

application, and, the basis for the Board of Patent Appeals affirmance of 

the Final Rejection.  The first page of the Board of Patent Appeals Decision 

listed the possible avenues to pursue for reversal of the Board of Patent 

Appeals Decision.  Thus, as of about October 2011, EPRT had possession 

of all information sufficient to determine the further solicitation of the 

allowance of its Final Rejection of its patent application, for its discontinued 
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product.  EPRT never attempted to pursue patent protection for the “key to 

the effectiveness” of its discontinued original product. 

F. TFB has steadfastly and erroneously based its prosecution of 

Respondent on the mandate rule, as precluding Respondent’s Affirmative 

Defenses.  A motion for vacatur of an Order under Rule 60(b), 

F.R.Civ.Proc., and a motion Rule 1.540(b) for relief from and Order, are 

governed by the same standard as in the 4th Circuit, Turpin v. United 

States, 1994 U.S. App. LEXIS 16952, [9] (4TH Cir. 1994),   

Rule 60(b) motion may allow the district court to deviate from the 
mandate.  Standard Oil Co. of California v. United States, 429 U.S. 
17, 19, 50 L. Ed. 2d 21, 97 S. Ct. 31 (1976) (citations omitted). 
Therefore, a district judge is not flouting the mandate by acting on a 
motion raising "later events" after trial because "the appellate 
mandate relates to the record and issues then before the court and 
does not purport to deal with possible later events." Id. 
 

Such relief under 1.540(b) is not precluded or inconsistent with TFB Rule 

3-4.5, because TFB Rule 3-4.5 is not conclusive as to “later events”.  

Respectfully, 

 

JOHN H. FARO, ESQ.,   
FBN 527,459 

 

https://plus.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:5GYC-2421-6N19-F16F-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:5GYC-2421-6N19-F16F-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:5GYC-2421-6N19-F16F-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:5GYC-2421-6N19-F16F-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-9R40-003B-S0N7-00000-00&context=1530671
https://plus.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-9R40-003B-S0N7-00000-00&context=1530671
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CERTIFICATE OF SERVICE 
  
 

I HEREBY CERTIFY that the Respondent’s   
 

Reply Brief of Respondent 

(Including Review Of Referee's Report  
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